
When I was elected president of the American Intellectual Property 
Law Association (AIPLA) in October 2016, I wanted to focus the 
organisation on three areas: becoming a more proactive voice on 
intellectual property policy matters, prioritising AIPLA’s future revenue 
raising activities to ensure fiscal health and increasing leadership 
opportunities for attorneys of color. I’m proud that AIPLA has made 
great strides in all those areas.

I’m also proud that we made these strides during a frenetic period in 
intellectual property law. Throughout its 120-year history, AIPLA has 
been a respected voice in the most important intellectual property 
cases. The last 12 months have been no different. Over that period, 
we filed 11 amicus briefs at the US Court of Appeals for the Federal 
Circuit and the US Supreme Court.

We weighed in on cases that touched on issues ranging from design 
features under copyright law (Star Athletica v Varsity Brands), to 
post-sale rights of patent owners (Impression Products v Lexmark 
International), to laches as a defence to patent infringement (SCA 
Hygiene Products Aktiebolag v First Quality Baby Products), to the 
disparagement clause of the Lanham Act (Lee v Tam).

One case in which we filed a brief merits extra attention: TC Heartland 
v Kraft Foods Group Brands. In our brief, we urged the Supreme Court 
to leave in place venue rules that allowed a degree of flexibility where 
to bring patent infringement lawsuits against corporations. Efforts to 
address the problem of venue shopping, we argued, are best left to 
Congress, which could craft a nuanced and fair statute. 

But in its 27 March 2017 decision, the court restricted where plaintiffs 
can file patent infringement lawsuits, upending decades of precedent. 
It ruled that patent infringement lawsuits must be filed where corporate 
defendants are incorporated or where the defendant has committed 
infringement and has an established place of business. 

As result of the court’s decision, we are now expecting to see 
significantly fewer lawsuits filed in venues such as the Eastern 
District of Texas, historically seen as plaintiff-friendly, and 
significantly more filed in venues such as the District of Delaware 
and the Northern District of California, where many companies are 
incorporated. We will be monitoring the effects of this decision 
closely in the coming months and years and offering our ideas for 
legislative reform as needed.

Proactive policy engagement

Among AIPLA’s top priorities in recent years, few have been more 
important than our attempts to resolve the many problems of 
patentable subject matter under Section 101 of the US Patent Act. 
Following a string of recent Supreme Court rulings, patent owners 
have become increasingly frustrated by the lack of clarity over what 
is eligible for patent protection and what is not. The problem is well 
known to those in intellectual property. The confusion and uncertainty 
have impeded innovation in critical areas of the US economy by 
creating disincentives for inventors.

In May, we unveiled a legislative proposal to address those concerns. 
We suggested changes to Section 101 that would return that provision 
to its intended role of defining broad subject matter categories, and 
that would leave the issues raised by the Supreme Court to other 
provisions in the law specifically designed to evaluate patentability. 
The proposal would replace judicially created exceptions to 
eligibility with clearly defined statutory exceptions. As we stated 
in an accompanying report to our proposal, we want to “restore 
predictability to the patent system and to maintain incentives to 
invest in future cutting-edge technologies that will not only enhance 
lives, but save them”.

Section 101 was enacted in 1952 as an enabling provision, but 
recently it has been too often used by courts to deny patent 
protection for significant technological advances. Our proposal, 
which has been well received in intellectual property, seeks to 
establish an objective test under Section 101 to ensure broad 
eligibility, and to reaffirm the role of Sections 102, 103, and 112 
in judging issues such as novelty, non-obviousness, and the level 
of disclosure and specificity required for patent claims. Our work 
in this area is not done, of course. We will continue to work with 
Congress until patent reform is passed.

Also at the top of our agenda has been the submission of 
recommendations to the US Patent and Trademark Office (USPTO) 
to reform practices and procedures of the Patent Trial and Appeal 
Board, a body created by the America Invents Act (AIA) of 2011 to 
hear patent validity challenges. These proceedings were meant to 
offer a cheaper and faster way to challenge a patent than traditional 
litigation. But we at AIPLA have expressed concerns about their 
fairness to patent owners and patent rights.

Diversity and policy
Almost a year on from his election, American Intellectual Property Law 
Association president Mark Whitaker discusses his vision for the AIPLA

1 IPPro The Internet www.ipprotheinternet.com

AIPLA



In July 2017, we responded to the USPTO’s PTAB Procedural Reform 
Initiative, offering granular suggestions in 18 areas. Those included 
the PTAB precedent process, time allocated and reserved for oral 
hearings, transparency on panel assignments, amending claims in 
AIA trials, guidance on addressing multiple petitions against the same 
patent, and standards for use of hyperlinked video in PTAB papers. 
Overall, our goal with these suggestions is to help bring the PTAB’s 
procedures closer in line with those used in federal district court.

One final note on our policy outreach over the last year: to proactively 
engage President Donald Trump’s administration, we sent a letter in 
January to then president-elect Trump that recommended a series of 
intellectual property policy priorities for his administration. We made 
the case for appointing a qualified executive to serve as the director 
of the USPTO and voiced support for allowing the USPTO to retain 
and use all the fees paid by users of its services. 

We also advocated for a qualified intellectual property enforcement 
coordinator to ensure all relevant US agencies are enforcing 
intellectual property rights in a coordinated and cooperative 
approach, additional efforts to protect intellectual property rights 
abroad, additional protection against trade secret theft, and vigilance 
in maintaining standards for security and openness for the internet’s 
domain name system.

Of course, AIPLA continued its advocacy on the international stage 
as well. Over the last 12 months, we seized opportunities to comment 
on proposed foreign laws such as China, as well as draft conventions 
involving intellectual property such as at the Hague. We also continued 
to engage with the World Intellectual Property Organization and the 
European Patent Office, and explore patent harmonisation efforts as 
part of the Industry Trilateral, and the Industry IP5. All of these efforts 
at home and abroad continue to promote an effective intellectual 
property system worldwide for our members and for stakeholders in 
innovation community.

Investing in AIPLA’s future

Every few years, AIPLA produces a strategic plan that lays out the 
organisation’s priorities in areas such as member outreach and policy 
advocacy. I’m happy that this year, for the first time in the history 
of the organisation, AIPLA has begun to formulate a business plan 
around non-dues revenue to the benefit of the membership.

The reason is simple: the role that AIPLA plays is so critical that we 
need to safeguard the financial health of the organisation. By investing 
our time now to address AIPLA’s continued financial stability, we will 
ensure that it will remain an important voice in intellectual property. 
Meanwhile, since my election as president, AIPLA has continued to 
invest in improving our membership offering. 

Early in 2017 year, for example, we added a new blog, Careers in IP, 
that offers experts tips, advice, and tools to help intellectual property 
practitioners advance their careers. 

We also launched Local Connect, a tool on AIPLA’s website that helps 
practitioners share the costs of continuing legal education by taking 
advantage of AIPLA’s group rates. In another effort to control costs 
for our members, especially solo practitioners, we also introduced the 
AIPLA All Access Pass that makes available all 2017 CLE-accredited 
webinars and AIPLA’s webinar archive. 

When our members speak, we listen. As a result, we also lowered 
certain membership dues to make it easier to belong to AIPLA and 
take advantage of our products and services.

Promoting diversity 

As the second African-American to be elected president of the AIPLA, 
I have felt a special responsibility to help the organisation find ways to 
increase leadership opportunities for attorneys of colour. 

Happily, over the last year, we have seen success in this area. I was 
fortunate to make some appointments myself, including chairs of the 
corporate practice and pro bono committees. 

I’m also proud that the diversity committee made important strides in 
enhancing its visibility within the organisation. In 2017, for example, 
it hosted cocktail receptions in seven cities across the country. It is 
sustained efforts like these that will make a difference. 

AIPLA has also continued to demonstrate its commitment to 
empowering and promoting women. On 4 May 2017, the women in 
IP law committee hosted it 10th Annual Global Networking Event, 
which focused on establishing and strengthening the relationships of 
women practicing intellectual property. Female attorneys networked 
in 57 cities across 23 countries. 
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AIPLA’s future

The growth of the US and global economy will depend in large part 
on the development of sound intellectual property law and principles. 
For that reason alone, AIPLA’s future is bright. No other organisation 
can match the talent and expertise it brings to intellectual property 
issues. It is in an excellent position to influence major intellectual 
property policies for years to come. But we should not rest on our 
reputation and wait for the phone to ring. We need to proactively 
engage policymakers and administrators. Since my election, we 
have had important and productive engagement with the USPTO, 

the US Copyright Office, and US House and Senate committees 
on intellectual property and the judiciary. We have also engaged 
extensively with other patent offices around the world in such areas 
as patent harmonisation. We must make sure that these discussions 
continue. Issues such as patent reform and PTAB practices and 
procedures are too important. 

AIPLA also needs to continue investing in efforts to grow its 
membership both domestically and internationally. Individual talent is 
the lifeblood of AIPLA. The more diverse and robust our membership, 
the bigger impact we can make on the issues that matter most. IPPro
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Mark Whitaker, President, AIPLA
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