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Genentech Fights For $5.8M In ‘Exceptional' IP Attys Fees 

By Bonnie Eslinger 

Law360, San Jose (March 8, 2018, 11:02 PM EST) -- A California federal judge Thursday indicated she 
might grant Genentech Inc. just a portion of the $5.8 million in attorneys’ fees the company requested 
after beating a patent infringement suit over its breast cancer drug, suggesting the case was 
“exceptional” for only part of the litigation. 
 
U.S. District Judge Beth Freeman started off Thursday’s hearing on the pharmaceutical giant’s motion for 
attorneys fees by saying she didn’t plan on awarding the bulk of the request. 
 
“I am considering finding the case exceptional but only at the point where the infringement contention 
morphed,” the judge said. “Of course that has extraordinary implications for the fees that your client 
had to pay and would probably cut out about 90 percent of the fees you’re requesting.” 
 
An attorney for Genentech, Michael A. Jacobs of Morrison & Foerster LLP argued to the court that from 
the very start, Phigenix’s suit accusing Genentech of infringing on its patent was meritless. Without 
conducting a sufficient inquiry into its infringement theory, the plaintiff company filed its litigation and 
lost due to the fact that Genentech had clinical trials for its Kadcyla drug as prior art. 
 
"That’s why we think there’s an original error here and we should go all the way back,” Jacobs said. 
 
Thursday’s hearing signaled the potential winding down of litigation Phigenix first brought against 
Genentech in 2014. But after four years of litigation, multiple dispositive hearings and Genentech's 
August summary judgment win, a new element was introduced to the court: new attorneys for Phigenix. 
 
Last year, the research company’s attorneys at Andrews Kurth Kenyon LLP asked the court to withdraw 
as counsel, saying the company hadn’t paid the firm in more than a year. 
 
Judge Freeman welcomed new Phigenix attorney Ahmed J. Davis of Fish & Richardson PC, telling Davis 
his arrival came in the wake of “a lot of water that has passed under this bridge.” She also indicated to 
the attorney that he had his work cut out for him in arguing that the motion for attorneys fees should be 
denied. 
 
While not quite willing to consider the whole case as as one that stands out under the U.S. Supreme 
Court's ruling in Octane Fitness, the judge said after hearing Genentech’s argument she was 
reconsidering the dividing line of when the litigation crossed the “exceptional” threshold. 
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“I’m not looking necessarily to go back to day one of this case,” the judge said to Davis. “But I started 
with a very high bar for Mr. Jacobs, basically cutting the legs out of his chance for recovery and he’s 
walked it back quite a bit.” 
 
The attorney for Phigenix argued to the court that Genentech had not identified actions by his client 
that rose to the level of misconduct, or even that the suit was made in bad faith. 
 
Testing on the cancer treatment that Genentech said Phigenix should have conducted before is not 
required according to the Federal Circuit, just a “reasonable investigation.” And at the time the suit was 
filed, his client was aware of an expert opinion that substantiated the infringement claims. 
 
The judge reminded Davis that the expert came forward to say that her work was taken out of context. 
 
If the court planned to draw a point in the litigation for when attorneys fees might apply, Davis said 
Phigenix backed the court’s idea to just go back to early 2017, when the company narrowed its 
infringement theory. 
 
Judge Freeman did not issue a final ruling on Thursday, but said she’d give the matter additional 
consideration. 
 
Back in August, the court tossed the last claim of Phigenix's suit, which alleged that Genentech induced 
infringement of its breast cancer treatment patent, US Patent No. 8,080,534B2, issued by the U.S. 
Patent and Trademark Office in December 2011. 
 
In granting Genentech’s summary judgment motion, Judge Freeman found “no induced infringement for 
lack of specific intent.” 
 
Kadcyla is indicated for patients with a form of metastatic breast cancer called HER2-positive who have 
previously received trastuzumab and taxane treatments used in chemotherapy. According to 
Genentech’s summary judgment motion, after Phigenix lobbed its infringement allegations, Genentech 
produced its prior art showing its breast cancer treatment and also showed the results of a 2009 clinical 
trial in which Kadcyla was administered to patients who had been pretreated with trastuzumab and a 
taxane, along with other drugs, which Genentech said is common in cancer treatments. As a result, 
Phigenix narrowed its infringement claims only to those patients who were not given a third 
chemotherapy agent, outside of trastuzumab and a taxane. 
 
In her summary judgment ruling, Judge Freeman noted Phigenix’s infringement theory, directed to the 
narrow patient subpopulation, “was not explicitly stated during early stages of the litigation." She also 
said there was no reason for Genetech to have tested this “sliver” of the patient population. 
 
“Phigenix can point to no Kadcyla recipient who has been treated with trastuzumab, a taxane, and 
nothing else,” the judge wrote. “The target population for Kadcyla is patients who have been treated 
with, and grown resistant to, other cancer therapies. These patients typically have received many cancer 
treatments — not just trastuzumab and a taxane.” 
 
The patent-in-suit is U.S. Patent Number 8,080,534. 
 
Phigenix was represented by attorney Ahmed J. Davis of Fish & Richardson PC, t 



 

 

 
Genentech was represented by Michael A. Jacobs of Morrison & Foerster LLP. 
 
The case is Phigenix Inc. v. Genentech Inc., case number 5:15-cv-01238, in the U.S. District Court for the 
Northern District of California. 
 
--Additional reporting by Dorothy Atkins and Matthew Bultman. Editing by Joe Phalon. 
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