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WashU, WARF Offer Closing Arguments In Patent Royalty Trial 

By Vince Sullivan 

Law360 (March 29, 2018, 8:41 PM EDT) -- Attorneys for Washington University in Saint Louis and 
the Wisconsin Alumni Research Foundation made closing arguments Thursday in a Delaware federal court trial 
in which WashU accuses WARF of breaching a patent royalty agreement by withholding millions in shared 
profits. 
 
WARF attorney Robert F. Shaffer of Finnegan Henderson Farabow Garrett & Dunner LLP told visiting Judge 
Joseph F. Bataillon that his client did not breach the inter-institutional agreement between the universities as 
its related to U.S. Patent Number 5,597,815, which covers a treatment for hyperparathyroidism in kidney 
disease patients developed by scientists from the schools. 
 
“They say we didn’t send them any information [about the value of the ‘815 patent],” Shaffer said. “I think the 
evidence is pretty clear we sent them a lot and we kept in touch with them. We sent them royalty checks year 
after year after year.” 
 
The invention behind the '815 patent was developed jointly by the University of Wisconsin’s Hector DeLuca 
and WashU’s Eduardo Slatopolsky. WARF — the entity created by the University of Wisconsin to hold and 
license its intellectual property — entered into the inter-institutional agreement with WashU in 1995 to handle 
certain patents and license them, with an agreed-upon split in royalty proceeds among the universities. The 
'815 patent was added to the agreement in 1998. 
 
WashU alleges that the ‘815 patent became much more valuable than originally thought in 1998 when it was 
licensed to Abbott Laboratories in 1998 for its development of the retail drug Zemplar, and that WARF 
withheld that information in order to keep a larger share of the royalty payments received under the license 
agreement. 
 
Shaffer said WashU had no problem cashing the checks for its share of the royalties until it filed suit in 2013, 
and then continued cashing them through 2017. He said WARF’s method of valuing patents that are bundled 
together for licensing was fair, and WashU did not raise any concerns for nearly a decade. 
 
WashU attorney Michael A. Jacobs of Morrison & Foerster LLP said WARF knowingly breached the inter-
institutional agreement by failing assign a fair value to the ‘815 patent, which he said was much more valuable 
than the other patents in the bundle WARF assigned it to. 
 
“By the time [WARF] initially assigned that value, it knew of the fundamental importance of and the distinction 
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of the ‘815 patent,” Jacobs said. “We have shown that the ‘815 patent in this class of patents is a standout. It’s 
an ‘A’ student against a bunch of ‘D’ and ‘F’ students in this bucket.” 
 
Jacobs said the patent is a direct supporter of the Zemplar drug, and WARF realized its value and hid behind its 
valuation practices to retain the bulk of the royalties. 
 
“This is basic institutional motivation that is inconsistent with WARF’s express obligations and witht the 
covenant of good faith and fair dealing,” he said. 
 
Judge Bataillon said he would accept post-trial briefs from the parties by April 16 before taking the matter 
under advisement and issuing a ruling at a later date. 
 
He urged the parties to consider a continuation of the mediation efforts that had been ongoing prior to the 
trial, however, in an effort to reach some kind of agreement before his ruling is handed down. 
 
Judge Bataillon referenced his earlier career as a practicing attorney handling civil and criminal matters, where 
once a jury was chosen, the parties would know who they were dealing with and would frequently be quick to 
settle. In this case — a bench trial — he said the attorneys dealt directly with the finder of fact. 
 
“You’ve had an opportunity to interact with the jury and it might not do you any harm in at least exploring the 
opportunity of working out your differences with [U.S. Magistrate] Judge [Sherry] Fallon,” Judge Bataillon said. 
 
The parties said they would confer with their clients before making a decision to go back to the mediation 
table. 
 
WashU filed suit in 2013 alleging WARF withheld full royalty payments for more than a decade for the jointly 
developed treatment for hyperparathyroidism, which occurs in patients with chronic kidney disease who are 
on dialysis. 
 
U.S. District Court Judge Gregory M. Sleet granted WARF’s motion for summary judgment in January 2016, 
saying WARF’s argument that the claims were time-barred by Wisconsin’s six-year statute of limitations was 
supported by the evidence that WashU had all the information it needed to bring suit as early as 2001. 
 
The Third Circuit reversed that decision in July after WashU argued on appeal that WARF had an ongoing 
obligation to assign a fair value to the ’815 patent and pay royalties accordingly. WashU said it should be 
allowed to seek damages arising from all payments in or after April 2007. 
 
Washington University is represented by Michael A. Jacobs, Christopher Robinson and Elizabeth Patterson of 
Morrison & Foerster LLP and John G. Day and Andrew C. Mayo of Ashby & Geddes PA. 
 
WARF is represented by Robert F. Shaffer, J. Michael Jakes, Krista E. Bianco and Paula Miller of Finnegan 
Henderson Farabow Garrett & Dunner LLP and Mary B. Graham, Jeremy A. Tigan and Stephen J. Kraftschik 
of Morris Nichols Arsht & Tunnell LLP. 
 
The case is The Washington University v. Wisconsin Alumni Research Foundation, case number 1:13-cv-02091, 
in the U.S. District Court for the District of Delaware. 
 
--Additional reporting by John Kennedy. Editing by Alanna Weissman.                                                                                
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