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After 'Untenable' IP Case, Judge Says MoFo Is Owed Fees 
By RJ Vogt 
 
Law360 (August 13, 2018, 9:41 PM EDT) -- A California federal judge on Monday sided with a team 
of Morrison & Foerster LLP attorneys who helped Genentech Inc. beat a patent infringement suit by 
Phigenix Inc. over the breast cancer drug Kadcyla, granting attorneys’ fees after finding Phigenix had 
“stubbornly proceeded with an untenable case.” 
 
The ruling by U.S. District Judge Beth Freeman denied Genentech’s bid to gather attorneys’ fees from 
Carlton Donald, the named inventor of at-issue U.S. Patent No. 8,080,534 and one of two employees at 
Phigenix, saying that “he did not have an opportunity to defend himself against the liability for the fee 
award" because he wasn't yet a party to the case. 
 
But Judge Freeman granted Genentech’s motion to join Donald to the case, finding that because there 
was no evidence suggesting Phigenix “currently has income or liquid assets,” Genentech would “be 
unable to obtain meaningful relief if Dr. Donald is not joined.” She also said the evidence supports the 
position that Donald “had control over this litigation.” 
 
“Phigenix stubbornly proceeded with an untenable case,” the judge wrote, granting attorney’s fees 
against the company that Donald mostly owns. “In fact, the weakness of Phigenix’s case was a recurring 
theme throughout the course of the litigation.” 
 
The dispute between the companies goes back to January 2014, when Phigenix, a biomedical research 
company, sued Genentech over patent infringement. The suit targeted Kadcyla, which was approved 
about a year earlier by the U.S. Food and Drug Administration to treat metastatic breast cancer. 
 
Kadcyla is indicated for patients with a form of metastatic breast cancer called HER2-positive who have 
previously received trastuzumab and taxane treatments used in chemotherapy. 
 
After four years of litigation, multiple dispositive hearings and a failed sanctions bid by Genentech, 
Phigenix’s attorneys at Hunton Andrews Kurth LLP filed a motion to withdraw as counsel in June 2017, 
saying the company hadn’t paid the firm in more than a year despite receiving multiple invoices. The law 
firm didn’t specify the exact amount it’s owed, but it said the unpaid bills are “substantial.” 
 
Judge Freeman tossed the suit in August 2017, finding no induced infringement of Phigenix’s ‘534 
patent. According to the summary judgment motion she granted, Genentech had produced prior art 
showing its breast cancer treatment and also showed the results of a 2009 clinical trial in which Kadcyla 
was administered to patients who had been pretreated with trastuzumab and a taxane, along with other 
drugs, which Genentech said is common in cancer treatments. 
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As a result, Phigenix had narrowed its infringement claims only to those patients who were not given a 
third chemotherapy agent, outside of trastuzumab and a taxane. Judge Freeman nevertheless rejected 
its new theory, saying it “was not explicitly stated during early stages of the litigation." 
 
But when Genentech filed its bill of costs after winning the case, the docket shows no attorneys were 
available for Phigenix — it wasn’t until a week later that the company landed attorneys from Fish & 
Richardson PC to appeal the district court’s decision at the Federal Circuit. That case is ongoing. 
 
Meanwhile, MoFo attorneys representing Genentech asked Judge Freeman to declare the case an 
“exceptional” one in September 2017, claiming Phigenix “utterly failed to conduct an adequate pre-filing 
investigation” and “advanced a self-defeating infringement claim in the face of Genentech’s work on 
Kadcyla,” among other perceived grievances. 
 
In Monday’s ruling, the judge agreed the case was exceptional, noting Phigenix’s “shoddy pre-suit 
investigation, its continued aggressive prosecution of the case ... and its undisclosed change in its 
infringement theory.” 
 
She said Genentech could refile its motion to assess fees against Donald along with its motion for 
determination of reasonable fees against Phigenix. In Monday’s ruling, she included a chart for the 
company to calculate a “summary of hours expended” on tasks like discovery, motions and more. 
 
Counsel for Phigenix and Genentech did not immediately respond to requests for comment on Monday. 
 
The patent-in-suit is U.S. Patent No. 8,080,534. 
 
Phigenix is represented by Alana C. Mannigé, Benjamin K. Thompson and Matthew C. Berntsen of Fish & 
Richardson PC. 
 
Genentech is represented by Michael A. Jacobs, Matthew I. Kreeger and Matthew A. Chivvis of Morrison 
& Foerster LLP. 
 
The case is Phigenix Inc. v. Genentech Inc., case number 5:15-cv-01238, in the U.S. District Court for the 
Northern District of California. 
 
--Additional reporting by Dorothy Atkins, Bonnie Eslinger and Matthew Bultman. Editing by Breda Lund. 
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